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October 12, 2012

The Honorable David J. Kappos

Under Secretary of Commerce for Intellectual Property and Director of the United States Patent
and Trademark Office

United States Patent and Trademark Office

600 Dulany Street Alexandria, VA 22314

VIA EMAIL: fitf_guidance@uspto.gov

RE: Comments on "Examination Guidelines for Implementing the First-Inventor-to-File
Provisions of the Leahy-Smith America Invents Act" published at 77 FR 43759 (2012).

Dear Under Secretary Kappos:

| am a patent attorney. | have a substantial background in interference practice and
appeals to the Board. | express my personal views and concerns regarding the proposed
"Examination Guidelines for Implementing the First-Inventor-to-File Provisions of the
Leahy-Smith America Invents Act".

At 77 FR 43767 and 69, citing 35 USC 102(b)(1)(B) and (b)(2)(B), the Offices proposes
guidelines for examination which state that "Even if the only differences between the subject
matter in the prior art disclosure that is relied upon under 35 USC 102(a) and the subject matter
publicly disclosed by the inventor before such prior art disclosure are mere insubstantial changes,
or only trivial or obvious variations, the exception under 35 U.S.C. 102(b)(1)(B) does not apply.

First, | agree with previous comments by the AIPLA that this construction of the statute
would vitiate the ability of inventorsto rely upon early disclosure to protect their patent rights.
In effect, this construction promotes delay in disclosure of inventions, which is contrary to the
intent of the AIA to promote early disclosure.

Second, | note that the Office has adopted asymmetric patent defeating standards for 35
USC 135 on the one hand compared and 35 USC 102(b)(1)(B) and (b)(2)(B) on the other hand.

The Office's standard when the inventor's disclosure to a third party can defeat the third
party's right to patent, when the inventor petitions for a derivation proceeding, is whether the
invention claimed by the third party is an obvious variation of the invention that the inventor
disclosed to the third party. See"Changes To Implement Derivation Proceedings' at 77 FR
56068 (2012), promulgating 37 CFR 42.405(b)(3(1); the 37 CFR 42.401 definition " Same or
substantially the same means patentably indistinct"; the construction (see response to comment 2,
at 77 FR 56071-72) that "patentably indistinct" means "anticipated by or obvious over the









